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Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In reply to the Office Action of April 24, 2006, which 
action was made final, Applicant submits a Notice of Appeal 
and a Request for Pre-Appeal Review attached hereto. 

The points misapprehended by the Examiner (s) are that 
claim 1 distinguishes over the art on the following features: 

1. Providing a satellite channel converter box and tuner 
that can be retrofitted to existing systems having a remote 
control for selecting only VHF/UHF channels , for example, 
channels 1-100. Claim 1 recites "wherein a user can select 
both conventional VHF/UHF channels and satellite reception 
channels with one channel selection unit on the TV home 
receiver, or through one remote control , which include only 
channels of the VHF/UHF range." The Dini cited art requires 
the user to obtain a satellite remote control with channels 1- 
250 for example. No other embodiment is provided in Dini. 
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2 . Providing a satellite channel converter box that uses 
a single remodulator 5 (see drawing attached) to convert 
satellite channel signals to VHF/UHF signals compared with the 
Dini which uses one remodulator (8/1 to 8/M) for each channel 
M available for conversion (eight to seventeen channels mean 
eight to seventeen remodulators in Dini for one customer) . 
The savings in cost and efficiency of the present invention 
should be apparent . 

Claim 1 recites: "an individual modulator, which is 
provided to convert the satellite television signals from any 
one of the receivable satellite television channels into image 
signals for reception by a television set on a VHF or UHF 
channel . " 

The Examiner's position on point 1 ignores the 
description at col. 5, lines 29-37, of Dini describing use of 
a satellite remote control 15 with channels 1-250. 

The Examiner tries to avoid the issues in his Response to 
Arguments by observing on page 2 that Dini 1 s system receives 
converted signals on VHF/UHF channels like the Applicant's. 
But that does not respond to the limitations of the claims 
wherein the equipment is usable with control units having only 
channel nos . 1-100 (VHF/UHF). 

Dini uses channels in all three ranges so that a user can 
input satellite channel 101 or satellite channel 250. The 
control unit of the present invention does not allow input of 
satellite channels in this range; it uses only the VHF/UHF 
band, e.g. 1-10 0. 

The Examiner then goes on to take official notice that 
the missing limitations related to point 2 above were 
somewhere available in the art. First, both official notice 
and level of skill in the art are insufficient to supply 
missing limitation under the law of prima, facie obviousness 
(cites in Applicant's last response.) Official notice or 
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judicial notice is reserved for such facts as that a year 
includes 3 65 days or that water runs downhill due to gravity. 
The Examiner misuses the office notice concept. Applicant is 
prejudiced by not seeing any other art on which the Examiner 
is relying as such art may contain clues as to why it would 
not be combined as supposed by the Examiner. 

MPEP 2143.03 provides that all claim limitations must be 
taught or suggested. "To establish prima, facie obviousness of 
a claimed invention, all the claim limitations must be taught 
or suggested by the prior art. In re Royka, 490 F.2d 981, 180 
USPQ 580 (CCPA 1974) . All words in a claim must be considered 
in judging the patentability of that claim against the prior 
art." In re Wilson, 424 F.2d 1382, 1385, 165 USPQ 494, 496 
(CCPA 1970) ." 

Ma, the second reference being cited, shows a 
conventional Zenith TV tuner, circa 1970. It adds nothing to 
Dini relevant to the present invention. 

Thirdly, the Examiner totally misunderstands the "black 
box" comments. The point is that the construction of the 
satellite apparatus in the present invention is different than 
that of the satellite apparatus in Dini and that it is 
retrofitted to an existing system with different results than 
Dini . 

To assist the Examiners in reviewing this Brief, one page 
is hereby used to submit a copy of the revised drawings 
showing Fig. 1 with legends (attached). 

Furthermore, the Applicant notes that the corresponding 
EP application has been granted and has issued as EP 1138160B1 
with broader claims than herein. 

(next page) 
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CONCLUSION 

In view of the remarks herein, a withdrawal of the final 
action is respectfully requested. Claims 1-4 and 7-16 are 
still pending and a Notice of Allowance for these claims is 
respectfully requested . 



Respectfully submitted, 




Quarles & Brady LLP 
411 East Wisconsin Avenue 
Milwaukee, WI 53202 
(414) 277-5725 
Attorney of Record 
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